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TYPES, CROSS-NOTING, AND STATUS OF APPLICATION 



the benefit of the filing date of the first application. If 
applicant wishes that the pending application have the 
benefit of the filing date of the first filed application, 
applicant must, besides making reference to the inter- 
mediate application, also make reference to the first 
application. See Sticker Indus. Supply Corp. v. Blaw- 
Knox Co.* 405 F.2d 90, 160 USPQ 177 (7th Cir. 1968) 
and Hovlid v. AsarU 305 F. 2d 747, 134 USPQ 162 
(9th Cir. 1962). The reference to the prior applica- 
tions must identify all of the prior applications and 
indicate the relationship (i.e., continuation, divisional, 
or continuation-in-part) between each nonprovisional 
application in order to establish copendency through- 
out the entire chain of prior applications. Appropriate 
references must be made in each intermediate applica- 
tion in the chain of prior applications. If an applicant 
desires, for example, the following benefit claim: 
"this application is a continuation of Application No. 
C, filed — , which is a continuation of Application No. 
b! filed which claims the benefit of provisional 
Application No. A, filed then Application No. C 
must have a reference to Application No. B and provi- 
sional Application No. A, and Application No. B must 
have a reference to provisional Application No, A. 

There is no limit to the number of prior applications 
through which a chain of copendency may be traced 
to obtain the benefit of the filing date of the earliest of 
a chain of prior copending applications. See In re 
Henriksen. 399 F2.d 253, 158 USPQ 224 (CCPA 
1968). 

A nonprovisional application that directly claims 
the benefit of a provisional application under 35 
U.S.C. 119(e) must be filed within 12 months from 
the filing date of the provisional application. 
Although an application that itself directly claims the 
benefit of a provisional application is not required to 
specify the relationship to the provisional application, 
if the instant nonprovisional application is not filed 
within the 12 month period, but claims the benefit of 
an intermediate nonprovisional application under 35 
U.S.C. 120 that was filed within 12 months from the 
filing date of the provisional application and claimed 
the benefit of the provisional application, the interme- 
diate application must be clearly identified as claim- 
ing the benefit of the provisional application so that 
the Office can determine whether the intermediate 
nonprovisional application was filed within 12 
months of the provisional application and thus, 
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whether the claim is proper. Applicant must state, for 
example, "this application is a continuation of Appli- 
cation No. C, filed — , which is a continuation of 
Application No. B, filed --, which claims the benefit 
of provisional Application No. A, filed ~- " A benefit 
claim that merely states "this application claims the 
benefit of nonprovisional Application Nos. C and B, 
and provisional Application No. A" would be 
improper. Where the benefit of more than one provi- 
sional application is being claimed, the intermediate 
nonprovisional application(s) claiming the benefit of 
each provisional application must be indicated. 
Applicant must state, for example, "this application is 
continuation of Application No. D, filed — , which is 
a continuation-in-part of Application No. C, filed — , 
Application No. D claims the benefit of provisional 
Application No. B, filed — , and Application No. C 
claims the benefit of provisional Application No. A, 
filed — If a benefit claim to a provisional applica- 
tion is submitted without an indication that an inter- 
mediate application directly claims the benefit of the 
provisional application and the instant nonprovisional 
application is not filed within the 12 month period or 
the relationship between each nonprovisional applica- 
tion is not indicated, the Office will not recognize 
such benefit claim and will not include the benefit 
claim on the filing receipt. Therefore, a petition under 
37 CFR 1 .78(a) and the surcharge set forth in 37 CFR 
L17(t) will be required if the intermediate application 
and the relationship of each nonprovisional applica- 
tion are not indicated within the period set forth in 37 
CFR 1.78(a). 

a Reference Must Be Included in the Specifica- 
tion or an Application Data Sheet (ADS) 

The reference required by 37 CFR 1.78(a)(2) or 
(a)(5) must be included in an ADS or the specification 
must contain or be amended to contain such reference 
in the first sentence following the title. If an applicant 
includes a benefit claim in the application but not in 
the manner specified by 37 CFR 1.78(a) (e.g., if the 
claim is included in an oath or declaration or the 
application transmittal letter) within the time period 
set forth in 37 CFR 1 .78(a), the Office will not require 
a petition under 37 CFR 1.78(a) and the surcharge 
under 37 CFR 1.17(0 to correct the claim if the infor- 
mation concerning the claim was recognized by the 
Office as shown by its inclusion on the filing receipt. 
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MANUAL OF PATENT EXAMINING PROCEDURE 



If, however, a claim is not included in the first sen- 
tence of the specification or in an ADS and is not rec- 
ognized by the Office as shown by its absence on the 
Filing receipt, the Office will require a petition under 
37 CFR 1.78(a) and the surcharge to correct the claim. 
The Office may not recognize any benefit claim 
where there is no indication of the relationship 
between the nonprovisional applications or no indica- 
tion of the intermediate nonprovisional application 
that is directly claiming the benefit of the provisional 
application. Even if the Office has recognized a bene- 
fit claim by entering it into the Office's database and 
including it on applicant's filing receipt, the benefit 
claim is not a proper benefit claim under 35 U.S.C. 
119(e) or 35 U.S.C 120 and 37 CFR 1.78 unless the 
reference is included in an ADS or in the first sen- 
tence of the specification and all other requirements 
are met. 

E. Examiners Should Require the Reference if 
Missing 

In view of this requirement, the right to rely on a 
prior application may be waived or refused by an 
applicant by refraining from inserting a reference to 
the prior application in the specification of the later 
one. If the examiner is aware of the fact that an appli- 
cation is a continuing application of a prior one, he or 
she should merely call attention to this in an Office 
action by using the wording of form paragraphs 2.15 

or 2.16. 
#*> 

J 2.15 Reference to Prior Application, 35 U.S.C. 119(e) or 
120 Benefit 

If applicant desires priority under 35 U.S.C, [1] based upon a 
previously filed application, specific reference to the earlier filed 
application must be made in the instant application. For benefit 
claims under 35 U.S.C 120, 121 or 365(c), the reference must 
include the relationship (i.e., continuation, divisional, or continua- 
tion-in-part) of the applications. This should appear as the first 
sentence of the specification following the title, preferably as a 
separate paragraph unless it appears in an application data sheet. 
The status of nonprovisional parent application(s) (whether pat- 
ented or abandoned) should also be included. If a parent applica- 
tion has become a patent, the expression '"now Patent No. " 

should follow the filing date of the parent application. If a parent 
application has become abandoned, the expression "now aban- 
doned" should follow the filing date of the parent application. 

If the application is a utility or plant application filed under 35 
U.S.C. 111(a) on or after November 29, 2000, the specific refer- 
ence must be submitted during the pendency of the application 
and within the later of four months from the actual filing date of 



the application or sixteen months from the filing date of the prior 
application. If the application is a utility or plant application 
which entered the national stage from an international application 
filed on or after November 29, 2000, after compliance with 35 
U.S.C. 371, the specific reference must be submitted during the 
pendency of the application and within the later of four months 
from the date on which the national stage commenced under 35 
U.S.C. 371(b) or (f) or sixteen months from the filing date of the 
prior application. See 37 CFR 1 .78(a)(2)(ii) and <a)(5)(ii). This 
time period is not extendable and a failure to submit the reference 
required by 35 U.S.C. 119(e) and/or 120, where applicable, within 
this time period is considered a waiver of any benefit of such prior 
applications) under 35 U.S.C. 119(e). 120, 121 and 365(c). A 
priority claim filed after the required time period may be accepted 
if it is accompanied by a grantable petition to accept an uninten- 
tionally delayed claim for priority under 35 U.S.C. 119(e), 120, 
121 and 365(c). The petition must be accompanied by (1) the ref- 
erence required by 35 U.S.C. 120 or 119(e) and 37 CFR 1.78(a)(2) 
or (a)(5) to the prior application (unless previously submitted), (2) 
a surcharge under 37 CFR 1.17(0. and (3) a statement that the 
entire delay between the date the claim was due under 37 CFR 
1.78(a)(2) or (a)(5) and the date the claim was filed was uninten- 
tional. The Director may require additional information where 
there is a question whether the delay was unintentional. The peti- 
tion should be addressed to: Mail Stop Petition, Commissioner 
for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450. 

Examiner Note: 

1. In bracket 1. insert --119(e)- or -120--. 

2, In a continued prosecution application (CPA) filed under 37 
CFR 1.53(d). a specific reference in the first sentence of the spec- 
ification, or in an application data sheet, to the prior application is 
not required and may noj be made. The specific reference require- 
ment of 35 U.S.C. 120 is met by the transmittal request for the 
CPA which is considered to be part of the CPA, 37 CFR 
1.53(d)(2)(iv) and (d)(7). 

JT 2. 16 Reference to a Prior Application 

It is noted that this application appears to claim subject matter 
disclosed in prior Application No. [1]. filed [2], A reference to 
the prior application must be inserted as the first sentence of the 
specification of this application or in an application data sheet (37 
CFR 1.76), if applicant intends to rely on the filing date of the 
prior application under 35 U.S.C. 119(e) or 120. See 37 CFR 
1.78(a). For benefit claims under 35 U.S.C. 120. the reference 
must include the relationship (i.e., continuation, divisional, or 
continuation-in-part) of all nonprovisional applications. Also, the 
current status of all nonprovisional parent applications referenced 
should be included. 

If the application is a utility or plant application filed under 35 
U.S.C. 111(a) on or after November 29, 2000, the specific refer- 
ence to the prior application must be submitted during the pen- 
dency of the application and within the later of four months from 
the actual filing date of the application ox sixteen months from the 
filing date of the prior application. If the application is a utility or 
plant application which entered the national stage from an interna- 
tional application filed on or after November 29, 2000, after com- 
pliance with 35 U.S.C. 371, the specific reference must be 
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